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Claims 79, 82 and 86-87 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 79: The phrase "said drug list" lacks antecedent basis. 

Claim 82: lt is not dear what is meant by the phrase "prescribability". It is not clear if 
this refers to whether a drug can or cannot be prescribed, or whether it refers to the degree to 
which a drug can be prescribed, such as dosing for the drug. 

Claim -86: The phrases "said condition list" and "said drug list" lack antecedent basis. 

Claim 87: The phrase "said drug information" lacks antecedent basis. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b) by another filed 
.n the -United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 70-86 and 88-91 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schrier et al. ('599). 

Claim 7Q: FI<3 - 11 of Schrier et al. discloses a system including a computer readable 
medium which is used to create an electronic prescription that is ultimately printed out and 
converted into a paper prescription. The electronic prescription includes a patient identifier 
(patient name), prescribed drug and drug quantifier("gentamicin 130 mg intravenously every 8 
hours" and "Tylenol 250 mg" and "Penicillin 250 mg IV every four hours"). The patient includes 
a patient identifier data capture device (data capture field for patient name) and well as a 
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prescribed drug and drug quantifier capture device (data capture fields for prescribed drugs and 
drug quantities in FIG. 11). The patient condition data capture device is the data capture field 
(312) permitting entry of the patient condition "pain"/ which indicates a current condition of the 
patient. When the electronic . prescription system is used, it may call upon a library of 
prescription drugs (col. 13, line 60 through col. 14, line 5). A printer prints the completed 
prescription (col. 14, line 65 through col. 15, line 1). 

Claim 71: FIG. 10 illustrates personal preference drug selections. In particular, the 
system tracks preferences for type of drug therapy and physical form of the drug. The system 
tracks these selections (saves them to memory) and updates changes whenever changes are made 
to the selections. 

Claim 72: FIG. 10 illustrates that for each condition illustrated, such as asthma, there 
exists a selection list which permits selection of therapy and dosing form. The condition itself 
may also be selected (col. 8, lines 42-46) by the user. 

Claim 73 : FIG. 11, section (312) illustrates the patient's history of previously prescribed 
drugs (For example, Tylenol) and treatment objectives (For example,. Tylenol for treatment of 
pain). 

Claim 74: Col. 8, lines 42-46 describes the input of patient conditions into the system. 
The patient conditions which are input become the patient condition list. This information will 
become part of the patient's history in section (312). 

Claim 75: The electronic prescription system is a source oriented data retrieval 
subsystem. This subsystem may be connected to data retrieval network, such as a hospital 
information system or hospital database (col. 6, lines 27-32). 
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Claim 76: FIG. 4 illustrates a screen providing information on drug interactions. By. 
pressing the "allergies" button, analogous information may be obtained on drug allergies. 

Claim 77: The patient prescription history (312 in FIG. 11) is a current, 
contemporaneous record. The method by which the record is assembled is considered an 
intended usage of the system, and carries no patentable weight. 

Claim 78: An Y of the screens illustrated in Schrier et al. are user interfaces. The method 
steps by which the patient history record are obtained are considered an intended usage of the 
system, and carry no patentable weight. 

Claim 79 : FIG - 3 illustrates a list of drugs (232) which are classified into groups. Each 
group is related to a patient condition. For example, antifungals would be used for treating a 
fungus condition. Antidepressants would be used for treating depression. The user can select one 
these groups associated with patient condition and determine prescribable drugs for that 
condition. 

Claim 80: No patentable weight is attributed to the patient's ownership of a. drugs 
benefits plan or association with a drug benefit provider, since these features are not part of a 
prescription, or a physical system for creating a system. Schrier et al. does disclose a formulary 
(col. 13, lines 63-65) which is a subset of recommended drugs and dosages which are 
recommended (col. 14, lines 6-10) and displayed to the user. The "formulary preference" is set of 
drugs reccomended by the system (col. 14, lines 6-10) and is presented as reccomendation during 
the completion of the prescription. If the formulary recommendations are not used, the list of 
drugs recommended by the physician become a nonformulary drug list. 
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aMfc co,. 6 , , ines 2 , 32 descnbe the electromc prescnptjon system ^ 

-ss to remote data sy s,ems. No ^ fc ^ ^ ^ ^ ^ ^ 

«* as a benefits m a „ agement compa „ y ^ ^ ^ ^ ^ ^ ^ ^ ^ 
of the electronic prescription system. 

arnua The infomiati0 „ provided from the fomu|ary reia(es (o 

recommendations for druas As he<=t ac , k , 

ugs. best as can be understood, this reads as Motion regarding 

prescribability. 

Co, ,3, bnes 3S- 52 describe the recordation of P re™ U s ph y s,c,a„ orders 

* «- o f these orders ,s a pre™, user access to the s y s,e m . The record o f these 

orders constitutes a log. 

- - of te^t.on 0 f ,hera Py ,n dec,d,„ g whtch course of ,hera Py ,s best for the pafa , 
The Amended time for termination 0 f,her apy reads as the , xpiration drug „ 

Co,. «. lines 27 . 32 descrrbe the co^echon of the Schrter et a,. s y ste m to 

passwords, which are the data access contro, s P ec, fca ,io„ m ea„s. 

« HO. 3 ,s a screen hiding . lis t of drl , gs (232) and a set of c a ,egories 034, 
«** are associated with P atie„, conditions. F or e xamp ,e, , n , if u„ g a,, wo u ,d be assocated 
w«h a fu„ g us condit.o, Th.re are at ieast five drugs and five categories 

Co,, 4 , „ ne 65 through co| , , me , descnbe ou(put ^ a prescnption 
from the system to a P h a ™ acy . The pha™ acy is renrote storage. 
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CJairn_9p_: The prescription includes dosage schedule (FIG 1 1 „, , 
■"-ravenously every 8 hours). IC1 „ BOmg 

Ciaim_9i: See remarks for claim 80. 

The following i s a quotation of 35 USC irtv , u- , 
K . S - C - 103(a > whlch forms the basis for all 

obviousness rejections set forth in this Office action.. 

7 as set forth , 

having ordinary S Z Z Z , Wh ° le u WOuld haVe bee " odious at the Ze L ? ^ ^ the pn0r art ™ 
-enn S~ ««« .atter P-n^I^ 

Claim 87 are rejected under 35 US r im/ > L . 
( . 599) . C 103(a) " be '"S ''"P^"'*le over Schrier e, al. 

, U: " : '- S " S " : FI& 3 » * — prov ,d, ng a list of dn , gs ' 
does not h Althou « h the reference 

state how many drugs are on the hst, f ommg the lis( „ ^ ^ ^ _ 

k " OWn ~ - - heen ohvious to one of ordtnary s k i„ i„ l n 

-,ce of advantageous design. The s.lled arttsan W0l „d read ilv " 3 

Any inquiry concerning ,h,s cotnntunicat.on should he directed to S ft ' 
'elephone nu m her (703, 306-5626. 7 """^ " 
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